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In the United States, statutory law broadly defines four categories of patentable subject matter:  (1) processes; (2) machines; (3) manufactures; and (4) compositions of matter.  35 U.S.C. § 101.  Although these statutory categories facially “include anything under the sun made by man” (Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980)), three judicially created exceptions exist:  (1) laws of nature; (2) natural phenomena; and (3) abstract ideas.  Diamond v. Diehr, 450 U.S. 175, 185 (1981).  In addition, a mathematical algorithm (e.g., computer software) has consistently held to be an abstract idea and therefore falls under a judicially created exception as ineligible subject matter.  See e.g., In re Alappat, 33 F.3d 1526, 1542 (Fed. Cir. 1994) (en banc).
Ex parte Gutta revisits the applicable tests for patentable subject matter, when a patent application under examination involves a mathematical algorithm, by the Board of Patent Appeals and Interferences (the “Board”) and finds the current tests applied by the U.S. Patent and Trademark Office’s Examination Corp insufficient to address the three judicially created exceptions to patentable subject matter.  Ex parte Gutta, No. 2008-4366, slip op. at 2 (B.P.A.I., Dec. 21, 2009).  In particular, the Board describes a two-prong test for the statutory categories of machines and articles of manufacture that determines whether claims directed to either statutory category falls under a judicially created exception.  Id.
At issue in Ex Parte Gutta were three statutory categories of patentable subject matter:  (1) fourteen method claims; (2) four system claims; and (3) one claim to an article of manufacture.  Id. at 7.  In its opinion, the Board considered each category individually and held that each set of claims failed to recite statutory subject matter.  Id.  The Board also considered one “means-plus-function” system claim and held that it fails to meet the requirements set forth in the second paragraph of 35 U.S.C. § 112.  Id.
In its analysis, the Board initially considered independent claim 1, the broadest method claim, which recites:

1.  A method for identifying one or more mean items for a plurality of items, each of the items having a symbolic value of a symbolic attribute, the method comprising:

computing a variance of the symbolic values of the plurality of items relative to the symbolic value of each of the items; and
selecting at least one mean item that has the symbolic value that minimizes the variance.

Id. at 5.  In testing whether claim 1 recites statutory subject matter,  the Board applies the two-prong test described in In re Bilski, 545 F.3d 943 (Fed. Cir. 2008).  Bilski announced a two-prong test to determine whether a process recites statutory subject matter.  According to Bilski, a process claim recites statutory subject matter when the process is tied to a particular machine or the process transforms an article into a different state or thing.  Bilski, 545 F.3d at 961.  In applying the Bilski test for process claims, the Board found claim 1 to be insufficient to meet either prong.  In particular, the Board indicated that claim 1 fails to recite a machine, let alone a particular machine.   Moreover, the process in claim 1 was not limited to a physical item or a particular item.  Thus, the Board concluded that claim 1 is not a patent-eligible process due to its failure to meet either prong of the Bilski test.
The Board subsequently considered independent claim 14, the broadest system claim, which recites:

14.  A system for indentifying one or more mean items for a plurality of items, each of the items having at least one symbolic attribute having a symbolic value, the system comprising:

a memory for storing computer readable code; and

a processor operatively coupled to the memory, the processor configured to:

compute a variance of the symbolic values of the plurality of items relative to each of the items; and

select the at least one mean item having a symbolic value that minimizes the variance.

Ex parte Gutta, slip op. at 5 and 6 (emphasis added).  Independent claim 19 recites an article of manufacture and largely mimics what is recited above for claim 14.  See Id. at 6.  The Board acknowledged the “memory” and “processor” recited in claim 14 and claim 19 clearly introduce structural components necessary for a system claim and an article of manufacture claim.  Id. at 20.  Despite these structural recitations, however, the Board concluded that a bare recitation of structural components was insufficient to determine whether a claim is directed to statutory subject matter, in light of the three judicially created exceptions.  Id. at 15.

To answer that question, the Board announced a new two-prong test to be applied when determining whether a claimed machine or an article of manufacture falls under a judicially-created exception to statutory subject matter.  Moreover, the Board announced each of the following two prongs must be satisfied:
(1) Is the claim limited to a tangible practical application, in which the mathematical algorithm is applied, that results in a real-world use (e.g., “not a mere field-of-use label having no significance”)?
(2) Is the claim limited so as to not encompass substantially all practical applications of the mathematical algorithm either “in all fields” of use of the algorithm or even in “only one field?”

Id..  Regarding the first prong, the Board specified the claimed “items” (e.g., “plurality of items” and “mean item”) in claim 14 do not significantly limit the recited structural components either to a particular item (or article) or a physical item (or article).  Due to the breadth of the claimed “items”, the Board concluded claim 14 was not “limited to a tangible practical application” that “results in a real-world use”.  Id. at 20.
In respects to the second prong, the Board focused on whether claim 14 preempted all applications of the recited mathematical algorithm (e.g., “compute a variance” and “select the … mean item”).  Structurally, the Board acknowledged application of the recited mathematical algorithm was limited to a “processor” and a “memory” application.  Id. at 20.  However, the recited “processor” was merely described by the applicants as a “CPU for a personal computer” and the recited “memory” was merely described as “RAM and/or ROM”.  Id.  The Board specifically criticized “the ‘configured to’ limitations of the processor in claim 14 … [were] not tied to the system’s memory and, in effect, merely [recited] the processor’s ability to compute a variance and select a mean item” Id. at 22.  Consequently, given the broad description of a “processor” and a “memory” executing a recited mathematical algorithm preempted all practical applications of that mathematical application.  Id. at 21.  The Board similarly rejected claim 19 by applying the same analysis applied to claim 14 and concluded claim 19 did not recite patent-eligible subject matter despite a facially recited article of manufacture.  Id. at 25-26.
The Board rejected independent claim 20 under the second paragraph of 35 U.S.C. § 112 and did not address whether claim 20 satisfied the two-prong test used to reject claims 14 and 19.  Id. at 27.  Claim 20 is a system claim written in a “means-plus-function” form and recites:
20.  A system for identifying one or more mean items for a plurality of items, each of the items having at least one symbolic attribute having a symbolic value, the system comprising:


means for computing a variance of the symbolic values of the plurality of items relative to the symbolic value of each of the items, and


means for selecting at least one item that has the symbolic value that minimizes the variance.

Although the “means-plus-function” form is permitted under the sixth paragraph of 35 U.S.C. § 112, the Board nevertheless noted a rejection under the second paragraph of 35 U.S.C. § 112 is proper when an applicant fails to disclose sufficient structure, materials or acts for performing the claimed function.  Id. at 27-28 (citing Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d 1374, 1381 (Fed. Cir. 1999); In re Dossel, 115 F.3d 942, 946- 47 (Fed. Cir. 1997).

Regarding the disclosure at issue in Ex parte Gutta, the combined processor and memory merely disclose a general-purpose computer according to the Board.  Ex parte Gutta, slip op. at 29.  A general-purpose computer, moreover, is insufficient to avoid pure functional claiming and does not describe sufficient structure to describe how the function is performed.   Id.  Thus, claim 20 was rejected under the second paragraph of 35 U.S.C. § 112 because the specification included inadequate structure (e.g., a processor and memory) to adequately describe the recited functions (e.g., “computing” and “selecting”).  Id. at 30.
In dicta, the Board noted a general-purpose computer programmed with a specifically disclosed algorithm is not a general-purpose computer, but a specific purpose computer programmed to perform the disclosed algorithm.  Id. at 29.  Such a disclosed algorithm may be described as a mathematical formula, prose or as a flowchart; however, the degree of specificity was not discussed in the case.
Ex parte Gutta both applies the Federal Circuit’s In re Bilski holding to process claims that involve a mathematical algorithm (e.g., computer software) and creates a new test for system and article of manufacture claims that recite a mathematical algorithm.  Given the prevalence of mathematical algorithms within system and article of manufacture claims in the electrical and computer arts, patent attorneys and agents practicing before the U.S. Patent and Trademark Office in these disciplines will likely see a rise in rejections under 35 U.S.C. § 101 and the second paragraph of 35 U.S.C. § 112.  Although the analysis applied by the Board to the reject the method claims in Ex parte Gutta may be overturned when the Supreme Court issues its opinion on In re Bilski, such a decision will only address the analysis applied to method claims.  The two-prong test announced in Ex parte Gutta goes beyond analyzing whether a method claim recites statutory subject matter and addresses the question of whether a system or article of manufacture claims recites statutory subject matter.
